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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 3, 2005 has been entered. 

Claims 1,4, 14, 18 and 32 have been amended. Claims 2, 5, 6, 9-11, 19-21 and 
27 have been cancelled. Claims 39-48 have been added. Claims 1, 3, 4, 7, 8, 12-18, 
22-26 and 28-48 are now pending in this application. 

Response to Amendment 

2. Applicant's amendments to claims 1, 4, 14, 18 and 32 are acknowledged. 

Claim Rejections - 35 USC § 103 

3. * The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 , 3, 4, 7, 1 2-1 8, 22-26, 28-36 and 38-48 are rejected under 35 U.S.C. 
103(a) as being unpatentable over the article, "Public Private Partnership," May 1999 
and the proposal evaluation tool, FedSelect, September 1999. 
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As per claim 1, "Public Private Partnership" discloses a method of evaluating a 
business proposal, comprising the steps of: 

gathering information relevant to the proposal, wherein the information comprises 
revenue elements of the proposal, risks, descriptive information, business issues, 
business goals, a value of the proposal, a cost of the proposal, methods of achievement 
of the proposal, and an innovation value of the proposal, and wherein the proposal 
includes at least two alternative structures between a purchaser and a provider selected 
from the group consisting of an alliance, an acquisition, an equity venture, a partnership, 
and a venture (last paragraph of page 6; Figure 2.1 beginning on page 7, Types of 
Public Private Partnerships; pages 67-68; pages 70-72; The article discloses the 
different ways to structure partnership deals/proposals, which include different levels of 
risk, rewards and responsibilities to the parties involved. The article also discusses the 
contents that should be in a proposal including cost, business issues, methods of 
achievement, etc.); 

evaluating the gathered information (pages 74 and 75; The article discloses 
evaluating the information relevant to the proposals using various evaluation criteria.); 
and 

ranking the at least two structures according to the evaluation of the gathered 
information (pages 76 and 77; The article discloses proposal evaluators ranking each 
evaluation criterion for each proposal and then adding the scores to determine the best- 
suited proposal.). 
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"Public Private Partnership" does not expressly disclose evaluating the 
information by computer. FedSelect discloses a software tool that allows users to 
evaluate proposals using a computer (page 3). It was known at the time of the invention 
that merely providing an automated way to replace a well-known activity which 
accomplishes the same result is not sufficient to distinguish over the prior art. In re 
Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958). Thus, at the time of the 
invention it would have been obvious to a person of ordinary skill in the art for the 
proposal evaluation process of "Public Private Partnership" to utilize a computer as 
taught in the proposal evaluation software tool of FedSelect because automating many 
of the manual evaluation steps would streamline the proposal evaluation process, thus 
making it more efficient (page 4 of FedSelect disclose a benefit of the tool as 
streamlining the proposal evaluation process). 

As per claim 3, "Public Private Partnership" does not expressly disclose the 
method of claim 1, further including the use of templates to gather information. 
FedSelect discloses the method of claim 1 , wherein the information gathering step 
further comprises answering predetermined questions on at least one template stored in 
a computer and the answers to at least one predetermined question call up at least one 
more template of predetermined questions, and the computer uses answers to said 
questions to evaluate the proposal (page 3; The software tool guides evaluators through 
a set of online forms in which they answer questions relating to the proposals such as 
ratings, rationale, comments, etc.). As discussed above, it was known at the time of the 
invention that merely providing an automated way to replace a well-known activity which 
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accomplishes the same result is not sufficient to distinguish over the prior art. In re 
Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958). Thus, at the time of the 
invention it would have been obvious to a person of ordinary skill in the art for the 
proposal evaluation process of "Public Private Partnership" to gather information 
utilizing templates on a computer as taught in the proposal evaluation software tool of 
FedSelect because the templates help to automate the information gathering process 
and automating many of the manual evaluation steps would streamline the proposal 
evaluation process, thus making it more efficient (page 4 of FedSelect disclose a benefit 
of the tool as streamlining the proposal evaluation process). 

As per claim 4, "Public Private Partnership" discloses the method of claim 1, 
wherein the proposals are evaluated by calculating at least one of a revenue stream, a 
return on average assets, a return on investment, a return on equity, an internal rate of 
return, and a net present value (pages 44 and 71 ; The article discloses considerations 
of revenue, cost, ROI, etc. when evaluating the proposals.). 

As per claims 7, 12, 13 and 15-17, "Public Private Partnership" does not 
expressly disclose the method of claim 1 , further comprising displaying the rankings 
with a graphical user interface; or wherein the information is input to the computer 
through a graphical user interface by choosing selections from at least one of a drop- 
down screen, a scroll screen, a check box, and a list box; or wherein the information is 
provided through a graphical user interface, and the input is in a form of brief numerical 
or pseudo-numerical outputs. FedSelect discloses displaying the rankings and having 
evaluators submit information via a graphical user interface (page 3). At the time of the 
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invention, it would have been obvious to a person of ordinary skill in the art to combine 
the teachings of "Public Private Partnership" and FedSelect based on the rational and 
motivation supplied in the claims above. 

As per claim 14, "Public Private Partnership" discloses the method of claim 1 , 
wherein the proposal comprises an offer of a service from the provider, and further 
comprising the step of calculating a way to pay for the proposal (page 2; Figure 2.1 
beginning on page 7; page 71; The article discloses establishing partnerships to deliver 
some type of service.). 

Claims 18, 22-26, 28-36 and 38 recite substantially similar subject matter as 
claims 1, 3, 4, 7 and 12-17 above. Therefore, claims 18, 22-26, 28-36 and 38 are 
rejected on the same basis as claims 1, 3, 4, 7 and 12-17. 

As per claim 39, "Public Private Partnership" discloses the method of Claim 1 , 
wherein the alternative structures between the purchaser and the provider differ in an 
amount of equity owned by the purchaser and the provider (pages 42, 71 , 98; Figure 2.1 
beginning on page 7; The article discloses that different amounts of equity may be 
owned by the parties involved in the partnership structure based on the type of structure 
established.). 

As per claim 40, "Public Private Partnership" discloses the method of Claim 1, 
wherein an advantage of at least one of the structures is creation of an asset (pages 68, 
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94 and 97; The article discloses the transfer of assets that may arise from a particular 
deal structure.). 

As per claim 41 , "Public Private Partnership" discloses the method of Claim 1 , 
wherein the provider furnishes information to the purchaser demonstrating a difference 
in value to the purchaser based on the alternative structures (pages 45, 54, 71 and 72; 
The article discloses how all parties in the potential partnership assess the various 
partnership structure types for their value.). 

As per claim 42, "Public Private Partnership" discloses the method of Claim 1 
wherein at least one of cost drivers and revenue drivers is used to evaluate and rank 
the structures (pages 71 and 80; The article discloses considerations of revenue, cost, 
ROI, etc. when evaluating the proposals.). 

As per claim 43, "Public Private Partnership" discloses the method of Claim 1, 
wherein the values of the at least two alternative structures are calculated as revenue 
streams to the purchaser (pages 44 and 71 ; The article discloses a party considering 
the revenue generating potential of establishing the partnership.). 

As per claim 44, "Public Private Partnership" discloses the method of Claim 1, 
wherein the values of the at least two structures are calculated as at least one of a 
revenue stream, a return on average assets, a return on investment, a return on equity, 
an internal rate of return, and a net present value (pages 44 and 71 ; Figure 2.1 
beginning on page 7; The article discloses assessing revenue stream, ROI, etc. for the 
different types of partnership structures.). 
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As per claim 45, "Public Private Partnership" discloses the method of Claim 18, 
wherein the provider is a service provider and the advantages of the structures are 
calculated as a revenue stream to the purchaser (pages 44 and 71; The article 
discloses a party considering the revenue generating potential of establishing the 
partnership.). 

As per claim 46, "Public Private Partnership" discloses the method of Claim 18, 
wherein the alternative structures differ in an amount of equity owned by the purchaser 
and the provider (pages 42, 71 and 98; Figure 2.1 beginning on page 7; The article 
discloses that different amounts of equity may be owned by the parties involved in the 
partnership structure based on the type of structure established.). 

As per claim 47, "Public Private Partnership" discloses the method of Claim 18, 
wherein an advantage of at least one of the structures is creation of an asset (pages 68, 
94 and 97; The article discloses the transfer of assets that may arise from a particular 
deal structure.). 

As per claim 48, "Public Private Partnership" discloses the method of Claim 18, 
wherein at least one of cost drivers and revenue drivers is used to calculate advantages 
for the structures (pages 71 and 80; The article discloses considerations of revenue, 
cost, ROI, etc. when evaluating the proposals.). 
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5. Claims 8 and 37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the article, "Public Private Partnership," May 1999 and the proposal evaluation tool, 
FedSelect, September 1999 as applied above. 

As per claim 8, "Public Private Partnership" and FedSelect do not expressly 
disclose the method of claim 7, wherein the rankings are presented in a Harvey-ball 
format. However, FedSelect discloses displaying rankings via a graphical user interface 
(page 3). The Harvey-ball format is an old and well known display format that uses 
moon phases to indicate association levels of an item based on certain criteria. The 
Harvey-ball format provides a quick and easy way for a user to view compare items 
based on certain criteria. At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to display rankings of items using a Harvey-ball format 
because such a display would provide users with a quick and easy means for assessing 
the rankings. 

Claim 37 recites substantially similar subject matter as claim 8 above. Therefore, 
claim 37 is rejected on the same basis as claim 8 above. 



6. 



Response to Arguments 

Applicant's arguments are moot in view of the new grounds of rejections. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Pivnicny, Vincent et al. "Criteria Help Hospitals Evaluate Vendor Proposals," 
Healthcare Financial Management, Jun 1989 [retrieved from Internet], discusses 
a proposal evaluation process using weights and ranking of criteria; 

• Green, Janet. "The anatomy of an acquisition," Management Review, May 1993 
[retrieved from Proquest], discusses key criteria to be considered in a proposal 
for an acquisition; 

• Triantis, John. "Forecasting for acquisition and joint venture projects," The 
Journal of Business Forecasting Methods & Systems, Fall 1996 [retrieved from 
Proquest], discusses what considerations to make in mergers and acquisitions; 

• Tailin Chi. "Option to acquire or divest a joint venture," Strategic Management 
Journal, June 2000 [retrieved from Proquest], discusses assessing options in 
joint ventures; 

• Kalinka, Susan. "Proposed regulations concerning partnership mergers and 
divisions provide guidance and some, but not enough, flexibility," Taxes, Aug 
2000 [retrieved from Proquest], discusses structuring regulations for partnership 
mergers and acquisitions; 

• "State of Connecticut Request for Proposal - Proposal Requirements and 
Process," 2000 [retrieved from Internet], discusses a detailed outline of a 
proposal requirements and process; 
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• Gransberg, Douglas. "Evaluating best value contract proposals," Transactions of 
AACE International, 1997, [retrieved from Dialog], discusses the government's 
approach to evaluating contract proposals; and 

• "PAI Selected by US WEST as Participant in Initiative to Streamline 
Procurement" Business Wire, October 4, 1999 [retrieved from Dialog], discusses 
PAI's commercial off the shelf products, including the proposal evaluation 
software, FedSelect. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Michelle Tarae (formerly, C. Michelle Colon) whose 
telephone number is 571-272-6727. The examiner can normally be reached Monday - 
Friday from 8:30am to 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz, can be reached at 571-272-6729. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 
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Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

or faxed to: 

703-872-9306 [Official Communications; including After Final 

communications labeled "Box AF"] 
571-273-6727 [For status inquiries, draft communication, labeled 
"Proposed" or "Draft"] 
Hand delivered responses should be brought to: 

United States Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



April 25, 2005 



TARIQ R. HAHZ 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



